INTELLECTUAL PROPERTY RIGHTS
RELATED PROVISIONS: COUNCIL REGULATION (EU) No 269/2014; COUNCIL
REGULATION (EU) No 833/2014

FREQUENTLY ASKED QUESTIONS — AS OF 5 NOVEMBER 2024
A. General questions

1. Do EU sanctions provided for in Council Regulation (EU) No 269/2014 apply to
intellectual property rights?
Last update: 8 September 2022

EU sanctions apply to intellectual property rights (e.g. trademarks, designs, patents, plant variety
rights; collectively IPRs). Under Council Regulation (EU) No 269/2014, the EU has designated a
number of individuals and legal persons as subject to sanctions.

Being a “designated person” means that all funds and economic resources, directly or indirectly
belonging to, held or controlled by a designated person must be frozen. In practice, any EU legal
and private person and EU Member State’s public institution doing business in the EU must
prevent any transfer of, alteration of, access to, use of or other dealings with those funds or
economic resources.

The freezing of economic resources of a designated person means that any asset of a designated
person, whether tangible or intangible, cannot be used by anyone to obtain other funds or assets.
IPRs can qualify as intangible ‘economic resources’. Hence, they are also subject to this
restriction.

This means that public institutions (e.g. a trademark register) must not enable the use of IPRs of
a designated person, or of a person owned or controlled by a designated person (e.g. no IPR
property transfer should be registered).

EU sanctions also prohibit making further funds or economic resources available to designated
persons or persons owned/controlled by them. By way of example, this means that in principle
no further transactions with those persons are possible as of the moment of the application of the
prohibition (e.g. payment of license fees for an IPR by an EU person to a designated person) (see
however in this respect Question 5 and 8).

By the same token, EU economic operators should not make IPRs available to designated
persons (e.g. by means of licensing agreements).



2. Should EU and Member State intellectual property offices suspend the registration
or the registration of transfer of IPRs held by persons and entities designated under
Annex I to Council Regulation (EU) 269/2014?

Last update: 21 March 2023

Economic resources of persons and entities designated under Annex I to Council Regulation (EU)
269/2014 (designated persons) must be frozen. The use of economic resources to obtain funds,
goods or services in any way must be prevented. Moreover, it is prohibited to make available
economic resources to or for the benefit of designated persons.

This means, inter alia, that EU and Member States intellectual property offices must not grant a
new registration for an IPR, whose application has already been submitted before the designation,
and they must not register transfers of already granted IPRs, if they belong to a designated
person or entity or if they belong to persons owned or controlled by designated persons or
entities. This is because, if the designated person/entity is deemed to own or control a non-
designated entity, it can be presumed that the control also extends to the assets of that entity, and
that any funds or economic resources made available to that entity would reach the designated
person. The assessment of control is to be made on a case-by-case basis. See on this the FAQs on
Russia sanctions concerning Asset freezes and the prohibition to make funds and economic
resources available. See on this also FAQs, Section B. Individual Financial Measures. See also
Question 3.

3. Should applications for registration of new IPRs by persons listed in Annex I to
Council Regulation (EU) No 269/2014, or persons owned or controlled by them, be
accepted by intellectual property offices?

Last update: 5 November 2024

No. Applications for registrations of new IPRs entail the creation of new rights for the benefit of
the applicant. Hence, they qualify as making economic resources available to listed persons, or
persons owned/controlled by them. As such, they should be rejected. See also Answer 20, part
“Article 5s” of this section.

4. How can EU and Member States intellectual property offices verify whether an IPR
applicant/owner, or a party in opposition or invalidity proceedings is designated
under Annex I to Council Regulation 269/2014?

Last update: 8 September 2022

EU and Member States intellectual property offices are subject to the same obligations
concerning compliance with sanctions than any other individual and legal persons that fall under
the scope of application of Article 17, Council Regulation 269/2014.

In respect to what sanctions compliance entails, see this FAQs Section A.2. Circumvention and
Due Diligence, in particular questions 1, 2 and 4. EU and Member State intellectual property


https://ec.europa.eu/info/sites/default/files/business_economy_euro/banking_and_finance/documents/faqs-sanctions-russia-assets-freezes_en.pdf

offices should first and foremost verify the names of owners/applicants of IPR, as well as
applicants in opposition or invalidity proceedings, against the entries in Annex I to Council
Regulation 269/2014; a non-official consolidated list of those entries is also available on the EU
sanctions map' and in the financial sanctions database?.

EU and Member State intellectual property offices should also ensure that owners and applicants
of IPRs as well as applicants in opposition or invalidity proceedings are not owned or controlled
by persons and entities in Annex I to Council Regulation 269/2014. In this case, EU and national
Member State Offices should not rely solely on the information submitted by the IPR
applicant/owner or party in the afore-said proceedings (see Section B.1 Asset freeze and
prohibition to make funds and economic resources available). Rather, they should do further
investigations in the public domain and in relevant registries (see this FAQs, Section A.2.
Circumvention and Due Diligence, question 2).

EU and Member State intellectual property offices can also seek the advice and support of the
relevant National Competent Authority (“NCA™) (e.g. the NCA in the Member State where the
intellectual property office is based) when they are unable to verify whether a legal persons is

owned or controlled by a designated person.

5. Should EU and Member State intellectual property offices remove from their online
databases (e.g. TMView, DesignView, etc.) the entries of IPRs held by persons and
entities designated under Annex I to Council Regulation (EU) 269/2014? If so, what
would be the adequate cut-off date and should they remove from the databases IPRs
of non-designated Russian or Belorussian persons?

Last update: 26 April 2022

The asset freeze and the prohibition to make funds available apply as of the date of entry into
force of the Council Implementing Regulation including the person or entity in Annex I to
Council Regulation 269/2014. Please note that the list in Annex I is a dynamic one; persons and
entities are included and removed periodically. The updated list and the relevant date of entry
into force can be consulted in the Annex I to the non-official consolidated versions of Council
Regulation (EU) 269/2014 in the section Ukraine of the EU sanctions map, available at the
following hyperlink: https://www.sanctionsmap.eu/

EU and Member States’ intellectual property offices can display a reference/sign/indication that
a given Russian and Belorussian mark, related to Annex I designated persons and entities as well
as person and entities owned or controlled by them, is frozen due to the EU sanctions. This
means that a frozen mark should still be displayed in the online IPR databases used by EU and

' https://www.sanctionsmap.eu/#. For the list, it is necessary to click on the map on Ukraine, and tick the box

Lists of persons, entities and items.

2 https://webgate.ec.europa.cu/fsd/fsf#!/files
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Member States’ intellectual property offices.

6. With regard to applications for IPR registration filed by designated persons or
entities before the date of inclusion in Annex I to Council Regulation 269/2014,
should EU and Member State intellectual property offices complete the examination
phase and not register the IPR, or should the examination phase be suspended
immediately? In the case of patents, can the search report and written opinion be
forwarded to the applicant? In the case of trademarks, is it possible to publish
trademark applications for the purpose of opposition proceedings?

Last update: 21 March 2023

Once the IPR applicant is identified as one of the sanctioned individuals or entities listed in
Annex I of Council Regulation (EU) No 269/2014, all steps of the procedure of the examination
should be immediately suspended to guarantee that no economic resources are made available to,
or for the benefit or persons or entity and the type of IPR involved (patent, trademark, etc.).

This is to prevent that through an IPR application the designated individual or entity obtains
funds or economic resources (goods or services or any other intangible asset). Patents search
reports and written opinions must not be forwarded to the applicant. Publication of trademarks
applications should be withheld as long as the applicant is designated or owned/controlled by a
designated person. See also Question 3 regarding applications for IPRs filed after the person has
been designated.

For already registered IP rights, EU and Member States’ intellectual property offices can display
a reference/sign/indication that a given application by a designated person or entities as well as
persons and entities owned or controlled by them, is frozen pursuant to the EU sanctions (see
question 4).

7. Should EU and Member State intellectual property offices suspend requests from
designated entities/persons for formal modifications, e.g., change of address of an
IPR owner or change of name of its representative?

Last update: 8 September 2022

If such requests can be considered as use in the sense of Article 1(e) of Regulation (EU) No
269/2014, i1.e. aiming at obtaining funds, goods or services, in any way, they should be
suspended.

8. Should EU and Member State intellectual property office suspend the renewal of,
invalidate or revoke registered IPRs owned or controlled by persons and entities
designated under Annex I to Council Regulation (EU) 269/2014?

Last update: 21 March 2023



IPRs can be renewed, provided they remain frozen (see Question 1). They do not have to be
invalidated or revoked, unless so required according to the procedures provided for in the EU or
Member State law (e.g. cancellation procedure under Article 29 of Regulation (EU) 2017/1001
of the European Parliament and of the Council of 14 June 2017 (EU Trademark Regulation). See
also Question 8.

9. Could EU and Member State intellectual property offices continue to receive
payments of fees from designated persons or entities or persons/entities owned or
controlled by designated persons, with regard to suspended proceedings? Should
renewal fees be accepted?

Last update: 8 September 2022

According to Article 2(1) of Council Regulation (EU) No 269/2014, all funds and economic
resources of designated persons and entities must be frozen and no funds or economic resources
can be made available to them or for their benefit.

However, Council Regulation (EU) No 269/2014 provides for exceptions to these obligations.
For instance, NCAs are allowed to authorise the release of frozen funds or the provision of funds
or economic resource if they are necessary to satisfy the basic needs of natural or legal persons
(Article 4(1)(a)) or intended exclusively for payment of fees or service charges for routine
holding or maintenance of economic resources (Articles 4(1)(c)).

In practice, the designated owner of an IPR could consider applying pursuant to the above
provisions, if the conditions are met, to the relevant NCA, to allow the release of funds that have
been frozen by a bank in a Member State to pay the renewal fees, and allow the EU or Member
State IP office to register the renewal. In this context, it has to be noted that sanctions are not
punitive; the purpose of sanctions is not to deprive the designated person of its rights. If an IPR
is not renewed, the owner would lose its rights on it.

Hence, if the conditions are met and subject to the discretion of the NCA, a derogation under
Article 4(1)(a) or (c), lodged for the purpose of renewing a frozen IPR appears legitimate. As
noted, it is the person interested in the renewal that should apply for the derogation (i.e. the
designated person).

The application should be filed with the NCA with which there are the closest links (e.g. the
NCA in the Member State where the IP office is based). In the interest of the economy of the
proceedings, in the same decision granting a derogation, the NCA could (i) authorise the bank in
a Member State to release the frozen funds of the designated person necessary to pay the renewal
fees and (i1) the EU or Member State IP office to renew the IPR.



10. How should EU and Member State intellectual property offices process requests for
extension of deadlines from designated entities/persons?
Last update: 8 September 2022

Requests from designated entities/persons for extension of deadlines should only be accepted if
the related procedure for which the extension is sought is necessary to preserve an IPR or an
application for an IPR.

11. Does it make a difference whether the IPRs was applied for or registered on the
basis of EU secondary law (e.g. Trade Mark Regulation) or through international
agreements (e.g. Madrid trade mark registration system, European Patent
Convention, Patent Cooperation Treaty)?

Last update: 26 April 2022

No, it does not make any difference. IPRs included in registers of EU and Member State
intellectual property offices must be frozen.

12. How should an EU or Member State intellectual property office proceed in case a
designated entity/person files an application for an international trademark
(Madrid Protocol) through the International Bureau of the World Intellectual
Property Organisation?

Last update: 5 November 2024

If the intellectual property office only freezes the proceedings with the application, then within
12 months (or within the extended period of 18 months) the trademark will become valid in its
territory. As a result, the intellectual property office should refuse to grant protection within the
time period applying under Art 5(2) of the Madrid Protocol. See also Answer 6, part “Article 5s”
of this FAQs section.

13. Could frozen IPRs still be enforced before EU courts?
Last update: 8 September 2022

Enforcing IPRs before EU courts should be permitted, insofar as the judicial proceeding is
necessary to preserve the right. Restrictions concerning the asset freeze and the prohibition to
make funds available to designated persons remain applicable.

14. Could a designated persons or entity initiate, participate in or continue
opposition/invalidity procedures, acting as applicant?
Last update: 21 March 2023

EU and Member States intellectual property offices should suspend the initiation of new
opposition procedures by a designated person or entity, the participation therein or the



continuation of pending opposition/invalidity proceeding, unless these proceedings are necessary
to preserve an already granted right’.

However, a distinction should be made between opposition and invalidity proceedings. EU and
Member States intellectual property offices should not suspend the registration of the IPR of
other than designated persons after the application has been filed and an opposition has been
launched by a designated person; if, at the end of the timeframe for filing an opposition, the
opposition procedure cannot be resumed (i.e. because the designated opponent has not be de-
listed), the EU or Member States intellectual property office should proceed with the registration.
This is because the non-designated applicant for an IPR registration should not bear the
consequence of the designation of the opponent that would stem from keeping the registration of
the IPR suspended until the opposition proceedings can be resumed.

Invalidity proceedings lodged by a designated person should remain suspended as long as the
person is designated.

15. Could a designated person or entity defend its right against in opposition
proceedings?
Last update: 8 September 2022

Defending an IPR against an opposition should be permitted, to the extent necessary to preserve
the right. Restrictions concerning the asset freeze and the prohibition to make funds available to
designated persons remain applicable. This for instance could apply in the case of patents, in
which case opposition takes place once the registration is granted.

16. Would EU persons breach the obligations envisaged in Council Regulation (EU)
269/2014 if they continue paying renewal fees for trademarks, patents or other IPRs
registered to the Russian and Belorussian intellectual property offices?

Last update: 26 April 2022

The restrictions provided for in Council Regulation (EU) 269/2014 only apply to persons and
entities included in Annex I to Council Regulation 269/2014, as well persons and entities owned
or controlled by them. As long as the Russian and Belorussian intellectual property offices are
not designated and they are not controlled by a designated person, they are not subject to the
restrictions provided for in Council Regulation (EU) 269/2014, in which case EU persons are
allowed to continue paying renewal fees for trademarks, patents or other IPRs registered to the
Russian and Belorussian intellectual property offices.

3 That could be the case for instance if the EU and Member States intellectual property offices believe that the
registration of the IPR applied for will lead to dilution of listed-person’ IPR.



17. How should “payments” received by EU IP law firms to lodge/represent a Russian
or Belorussian IPR’s owner be treated? Does it make a difference if the IPR’s
owner is designated under Annex I to Council Regulation (EU) 269/2014? Should
the EU and Member State intellectual property office refuse fee payments for
registration or renewal?

Last update: 21 March 2023

Council Regulation (EU) No 269/2014 prohibits EU operators from making any funds or
economic resources available to persons designated under Annex I to it, directly or indirectly. In
principle, and by way of example, an EU business is not allowed to sell or deliver products or
services to those persons, even if in exchange for adequate payment. There are a number of
exceptions (derogations) to this prohibition, including for prior contracts where a payment by a
listed person is due under a contract or agreement concluded, or an obligation that arose before
the date on which that person was included in Annex I, and provided that the funds or economic
resources will be used for a payment by the designated person and that the payment is not made
to or for the benefit of a designated person (Article 6). However, this is subject to prior
authorisation by the relevant national competent authority. The contact details of Member State
competent authorities are included in Annex I to Council Regulation No 269/2014.

As already mentioned, in principle persons non-designated or non-owned/controlled by
designated persons are not subject to asset freeze restrictions. However, the Russian government
and legal persons established in Russia are subject to relevant sectoral restrictions. Article 5n(1)
of Council Regulation 833/2014, which was introduced on 3 June 2022*, prohibits, inter alia, the
provision, directly or indirectly, of business and management consulting services to legal persons,
entities or bodies established in Russia. According to the answer to Question 1, Section G.8
(provision of services) of this Russia sanctions FAQs, such prohibition covers management
consulting, guidance and operational assistance services provided to businesses for business
policy and strategy and the overall planning, market management and project management
consulting, advisory. It is for the economic operator to assess, on a case-by-case basis, if its
representation services fall within the scope of the restriction. If that is the case, the EU
representative of legal persons, entities or bodies established in Russia should discontinue its
services. Since sanctions enforcement is part of the remit of Member States, economic operators
can seek further guidance on their specific case to National Competent Authorities.

18. Is the provision of legal advisory services to Russian companies for the purpose of
assisting in administrative or judiciary court proceedings on IPRs permitted
pursuant to Article Sn(6) of Council Regulation (EU) 833/2014?

Last update: 21 March 2023

4 Council Regulation (EU) 2022/879 of 3 June 2022 amending Regulation (EU) No 833/2014 concerning
restrictive measures in view of Russia’s actions destabilising the situation in Ukraine.


https://ec.europa.eu/info/sites/default/files/business_economy_euro/banking_and_finance/documents/national-competent-authorities-sanctions-implementation_en.pdf

The provision of legal advisory services to Russian companies is permitted under Article 5n(6)
of Council Regulation (EU) 833/2014 if this is strictly necessary to ensure the access to judicial
proceedings, as well as administrative proceedings such as those initiated or pending before the
EUIPO, EPO or Member States’ Intellectual Property Offices, under the conditions indicated in
this Section and Section G.8, Provision of Services.

19. Is the sale, licensing or transfer in any other way of IPRs or trade secrets as well as
granting rights to access or re-use any material or information protected by means
of IPRs or constituting trade secrets allowed for the use in relation to goods or
technology that are subject to certain restrictions under Council Regulation
833/2014?

Last update: 6 July 2023

No, unless an exception applies. Articles 2(2)(c), 2a(2)(c), 2aa(2)(c), 3(2)(c), 3b(2)(c), 3c(4)(c),
3f(2)(c), 3h(2)(c) and 3k(2)(c) of Council Regulation 833/2014 prohibit the sale, licensing or
transfer in any other way of IPRs or trade secrets as well as granting rights to access or re-use
any material or information protected by means of IPRs or constituting trade secrets, if used in
relation to goods and technology referred to in those Articles.

These restrictions apply irrespective of whether the IPR or the trade secret is registered before an
intellectual property office in the EU, in a Member State or in a third country or otherwise
protected under EU law, a Member State’s law or a third country’s law. This is because the sale,
licensing or transfer in any other way, as well as the granting of rights to access or re-use per se
is prohibited.

Similarly, the above also applies in cases of IPRs or trade secrets being sold, licensed or
transferred in any other way, as well as rights being granted access or re-use them outside the
territory of the EU or being granted to a person who is not required to comply with Council
Regulation 833/2014 as per Article 13°, whenever that is related to the relevant goods and
technology and to the provision, manufacture, maintenance and use of those goods and
technology, directly or indirectly to any natural or legal person, entity or body in Russia or for
use in Russia.

By way of example, the restrictions at hand encompass the following situations:

- selling trade marks or patents® as well as sharing a trade secret with a third country
operator while knowing, suspecting or accepting the risk’ that those IPRs or trade secrets

By way of example, that is the case of a company incorporated under the law of a third country, which trades
the goods/technology entirely outside the EU territory.

Depending on the circumstances, licensing of patents can also qualify as provision of technical assistance.

7 See also FAQ 20 in this section.



will be used to manufacture restricted goods destined for Russia or to be affixed on
restricted technology or goods that will be exported to Russia;

- granting access to data covered by copyright to obtain regulatory registrations or any
other licenses, including in third countries, to manufacture restricted technology or goods
which will be used in Russia®.

The terms ‘intellectual property rights’ in Articles 2(2)(c), 2a(2)(c), 2aa(2)(c), 3(2)(c), 3b(2)(c),
3c(4)(c), 3f(2)(c), 3h(2)(c), 3k(2)(c), Council Regulation 833/2014 must be understood in a
broad sense, in particular encompassing trademarks, designs, patents, copyrights, or utility
models.

The terms ‘trade secrets’ in Articles 2(2)(c), 2a(2)(c), 2aa(2)(c), 3(2)(c), 3b(2)(c), 3c(4)(c),
3f(2)(c), 3h(2)(c), 3k(2)(c) of Council Regulation 833/2014 must be understood as per the
definition of Article 2(1) of Directive (EU) 2016/943. In essence, trade secrets are valuable
pieces of information for an enterprise that is treated as confidential and that gives that enterprise
a competitive advantage because it is secret. That includes a wide range of know-how and
business information, such as early-stage inventions, manufacturing processes, precise tonnages
manufactured, links between manufacturers or importers and their distributors or downstream
users including lists of suppliers and clients, the precise use, function or application of a
chemical, details of full compositions of mixtures (recipes or chemical compounds), insofar as
the criteria of Article 2(1) of Directive (EU) 2016/943 are met.

Subsidiaries of EU parent companies incorporated under the law of a third country are not bound
by the restriction at hand. However, EU parent companies cannot use those subsidiaries to
circumvent the obligations that apply to the EU parent, for instance by transferring IPRs to them
so that they can transfer them in violation of the aforementioned provisions.

Last, it is to be noted that Article 10 of Council Regulation 833/2014 establishes that actions by
natural or legal persons, entities or bodies shall not give rise to liability of any kind on their part,
if they did not know, and had no reasonable cause to suspect, that their actions would infringe
the measures set out in that Regulation.

20. What is the responsibility of a person required to comply with Articles 2(2)(c),
2a(2)(c), 2aa(2)(c), 3(2)(c), 3b(2)(c), 3c(4)(c), 3(2)(c), 3h(2)(c), 3k(2)(c) of Council
Regulation 833/2014 if the buyer, the licensee or the person that whatsoever benefits
from/received the relevant IPRs or trade secrets, uses them on goods or technology
in breach of Council Regulation (EU) 833/2014?

Last update: 6 July 2023

This can be the case of grating rights to refer to IPRs over scientific studies that allow the beneficiary to obtain
regulatory permissions to manufacture chemicals included in Annex VII, Council Regulation 833/2014, which
will be exported to Russia. By way of example, this can occur in third countries which have legislation
mirroring Regulation (EC) No 1907/2006 of the European Parliament and of the Council of 18 December 2006
concerning the Registration, Evaluation, Authorisation and Restriction of Chemicals (REACH).



According to Answer to Q.24, Section D.2 of the Russia Sanctions FAQs “it is for the EU
Company to ensure that the provision of services in question is not related to the sanctioned good
or to the provision, manufacture, maintenance and use of this sanctioned good.”

In the event that a company required to comply with Council Regulation (EU) 833/2014 as per
Article 13 thereof (‘obliged person’), sells, licenses or transfers in any other way IPRs or trade
secrets, or grants rights to access or re-use any material or information protected by means of
IPRs or constituting trade secrets to a person, including in a third country, that uses them in
relation to goods or technology sold, transferred, exported or supplied in breach of Council
Regulation (EU) 833/2014, the relevant NCA should assess the company’s responsibility in
lights of Article 10 of Council Regulation (EU) 833/2014, whereby actions by natural or legal
persons, entities or bodies shall not give rise to liability of any kind on their part if they did not
know, and had no reasonable cause to suspect, that their actions would infringe the measures set
out in this Regulation. This entails that the obliged person has to take appropriate actions to
ensure that the buyer, the licensee or the persons that whatsoever benefits from/received the
relevant IPRs or trade secrets will not use them in relation to the restricted goods or technology
for prohibited actions. This may include contractual arrangements, verifications on the use of the
IPRs or trade secrets by the licensee, investigations and due diligence on the reliability of the
latter (including online). It is for the obliged person to assess whether and what type of due
diligence is necessary on the basis of the risk assessment and risk management (e.g. high risk or
low risk that the licensee might, willingly or negligently use the IPRs or trade secrets in breach
of Council Regulation (EU) 833/2014). The obliged person must also comply with Article 12 of
Council Regulation (EU) No 833/2014, which provides that it is prohibited to participate,
knowingly and intentionally, in activities the object or effect of which is to circumvent
prohibitions of that Regulation. See also section A.2 of these FAQs, Circumvention and Due
Diligence.

21. What is the impact of Article Saa of Council Regulation 833/2014 on IPRs and IPR
holders?
Last update: 21 March 2023

First and foremost, see in this respect Section G.5 of these Russia Sanctions FAQs. Article 5aa
prohibits to directly or indirectly engage in any transaction with:

- a legal person, entity or body established in Russia, which is publicly controlled
or with over 50 % public ownership, or in which Russia, its Government or
Central Bank has the right to participate in profits, or with which Russia, its
Government or Central Bank has other substantial economic relationship, as listed
in Annex XIX;

- a legal person, entity or body established outside the Union whose proprietary
rights are directly or indirectly owned for more than 50 % by an entity listed in
Annex XIX; or



- a legal person, entity or body acting on behalf or at the direction of an entity
referred to in point (a) or (b) of this paragraph.

The term transactions must be interpreted broadly and encompasses the prohibition to engage in
any trade with the targeted persons, such as paying licensing fees and grant new or renewal of
licences of IPRs. It also prohibits for intellectual property offices to accept new applications,
register transfer of property or licenses, register new IPRs, accept any applications for
cancellation or opposition.

22. Can applications for Geographical Indications (GIs) be granted if one or more
applicants are designated under Annex I to Council Regulation (EU) No 269/2014 or
owned/controlled by them?

Last update: 21 March 2023

No. As confirmed by the Court’s recent case law (judgment of 14 July 2022, Commission v
Denmark, Case C-159/20, ECLI:EU:C:2022:561, paragraph 54), protected designations of origin
(PDOs) and protected geographical indications (PGIs) are protected as an intellectual property
right by the relevant EU legislation, according to which a scheme for PDOs and PGIs is
established in order to help producers of products linked to a geographical area by ensuring
uniform protection of the names as an intellectual property right in the territory of the European
Union.

The Advocate General has clarified that geographical names (PDOs and PGIs) are industrial
property rights, even if they are covered by sui generis rules, of which the public-law aspects
prevail over the private-law aspects; he also added that GIs confer exclusive rights on the
proprietor, even if not individual (Opinion of 17 September 2020, Syndicat interprofessionnel de
défense du fromage Morbier V Société Fromagére du Livradois SAS, Case C-490/19,
ECLI:EU:C:2020:730, paragraph 29).

It follows from that that even if GIs are linked to a specific geographic area rather than a
producer, a successful GI application would bring about an economic advantage and financial
benefit to the person or entity applying for it.

This would thus violate the prohibition to make funds and economic resources available, directly
or indirectly, to or for the benefit of designated natural or legal persons, entities or bodies, or
those associated with them, as specified in Article 2(2) of Council Regulation (EU) No 269/2014.

Hence, GI applied for by persons designated in Annex I to Council Regulation (EU) No

269/2014 cannot be granted. In this vein, pending applications in that case should be frozen (e.g.
suspended).

B. Article 5s of Council Regulation (EU) 833/2014

B.1 Overview



1. What does the obligation enshrined in Article Ss of Council Regulation (EU)
833/2014 entail?
Last update: 5 November 2024

In essence, Article 5s(1)(a) and (b) of Council Regulation (EU) 833/2014, as introduced by
Council Regulation (EU) 2024/1745 of 24 June 2024 (i.e. fourteenth package of the Russia
sanctions, hereinafter ‘Article 5s”) requires the Commission, the European Union Intellectual
Property Office (‘EUIPO’) and Member States Intellectual Property Offices (‘NIPOs’) to not
accept new applications for registration, or any requests or submission filed during the
registration procedure of certain Intellectual Property Rights (IPRs), if the applicant or requestor
is a Russian legal or natural person or is a natural person resident in Russia (‘Target Person’).
Certain persons are exempted from this restriction, as defined in Article 5s(5). Not accepting
applications, requests, submissions does not entail the obligation to issue a formal decision of
refusal. The applicant or requestor can re-submit the application, request or submission should
Article 5s be repealed’.

2. Why has the European Union adopted Article 5s?
Last update: 5 November 2024

This new obligation comes in response to the illegitimate actions undertaken by the Russian
Government and courts to deprive Member State intellectual property rights holders of their
protection in Russia, which has resulted in an undue competitive advantage for the Russian
industry and contributed to Russia’s revenues, further enabling it to wage its war of aggression in
Ukraine'.

In particular, first, on 6 March 2022 Russia amended Article 1360 of the Russian Civil Code to
enable its authorities to license patents of Union companies to Russian businesses, without the
obligation to compensate the former. This means that Russian companies can infringe patents
and related IPRs of Union companies without consequences.

Second, on 29 March 2022 Russia introduced a parallel import mechanism to allow its
companies to procure certain goods and services from other third country markets without the
consent of the Union trademark holder. Concerned goods are mostly those in short supply in
Russia due to the exit of Union companies from the market or sanctions. The Russian
Government claimed that this mechanism should have been made permanent!!.

% See Recital 20 of Council Regulation (EU) 2024/1745 of 24 June 2024.
10" See Recital 20 of Council Regulation (EU) 2024/1745 of 24 June 2024.

1 https://www.interfax.ru/business/968262: “The deputy head of the FAS [Sergey Puzyrevsky] noted that the
introduction of parallel imports against the backdrop of sanctions against the Russian Federation made it
possible "not to reduce the level and volume of goods that are necessary from the point of view of consumers"
and at the same time "reduce the level of influence of copyright holders on these processes."



https://www.interfax.ru/business/968262

Third, Russia recently adopted legislation whereby transactions concerning certain IPRs of
Union companies in Russia need to be authorised by the Russia Government, which may entail
de facto prohibition of Union companies e.g., from reshoring industrial know-how!'2.

Fourth, it is known that Russian courts have illegitimately deprived protection of IPR holders

from the Union'3.

3. What does Article 5s entail for Member State businesses?
Last update: 5 November 2024

In principle, Article 5s does not require businesses to undertake specific actions. The prohibition
laid down in Article 5s is to be implemented first and foremost by the Commission, EUIPO and
NIPOs (see Question 1). However, businesses have to consider the implications of the measures
imposed by Article 5s, as explained hereinafter.

4. What IPRs are covered by the ban under Article Ss?
Last update: 5 November 2024

The following IPRs are to be considered covered by Article 5s(1)

- New applications for patents, such as:

O national patent applications;

0 European patent applications filed with the national offices of an EU Member
State, if any (Article 75(1)(b) of the European Patent Convention (‘EPC”));

o0 Patent Convention Treaty (PCT) applications filed before national offices of EU
Member States;

0 European patent applications filed before the EPO (should Article 5s(3) be
implemented)

0 PCT applications filed before the European Patent Office (‘EPO’), in accordance
with Article 5s(4) implementation;

0 PCT applications entering the regional phase before the EPO, in accordance with
Article 5s(4) implementation), or the national phase before a NIPO and

0 PCT applications filed at WIPO (IB) (should para 4 of Article 5s be
implemented).

- New applications for trademarks, such as:

national trademark applications before a NIPO;
EU trademark applications;

Madrid applications filed before a NIPO;
Madrid applications filed before the EUIPO;

O oO0O0oo

Decree of 20 May 2024 of the Russian President No 403 “On temporary procedure for acquiring exclusive
rights of certain copyright holders and fulfilling monetary obligations to certain foreign creditors and person
controlled by them”.

https://www.reuters.com/business/retail-consumer/russian-court-lets-local-brewer-use-carlsberg-brands-despite-
danish-firms-exit-2023-12-18/



https://www.reuters.com/business/retail-consumer/russian-court-lets-local-brewer-use-carlsberg-brands-despite-danish-firms-exit-2023-12-18/
https://www.reuters.com/business/retail-consumer/russian-court-lets-local-brewer-use-carlsberg-brands-despite-danish-firms-exit-2023-12-18/

0 Madrid applications that enter the national or regional phase;
0 Madrid applications filed at WIPO (IB) (should para 4 of Article 5s be
implemented).

- New applications for industrial designs, such as:

national trademark applications before a NIPO;

EU design applications;

Hague applications filed before a national office;

Hague applications filed before the EUIPO;

Hague applications that enter the national or regional phase;

New Hague applications filed at WIPO (IB) (should para 4 of Article 5s be
implemented).

O O0Oo0o0OO0Oo

- New applications for registration of geographical indications, such as:
0 Applications for registration in the EU concerning protected designations of
origin (PDO), protected geographical indications (PGI), geographical indications
(GI);
0 Registrations of appellations of origin and geographical indications under the
Geneva Act notified by WIPO (IB) to the Commission.

5. In practice, what does it mean that the EUIPO and NIPOs will not accept new
applications and requests based on Article 5s?
Last update: 5 November 2024

IPOs should identify new applications, requests and submissions submitted by the Target
Persons, including when filed or submitted by joint applicants, and not process them (see
Question 19 of this Part of this FAQs section for joint applications). Applicants and requestors
should not expect to receive a registration number (i.e. filing number and filing date) as their
application(s), request(s) and submission(s) will be treated as if they had not been filed. No
priority right would thus be generated by the NIPO (even if internal reference numbers may be
allocated).

Requests and submissions submitted by a Target Person during the registration procedure
relating to a non-Target Person’s application or requests (e.g. IPRs filed by a non-Russian
person) should be deemed as if they had not been filed, so the registration procedure will
continue. The EUIPO and NIPOs can accept requests by Target Persons in the interest of third
parties (e.g. request of a Target Person to withdraw an existing opposition) as well as requests of
abandoning their own registration.

Requests filed after 24 June 2024 (‘Entry into force of Article 5s”) by Target Persons in relation
to their own applications that were filed before that date are suspended. In these situations, the
EUIPO and NIPOs may stay the proceedings. The same applies in case the request/submission
intends to remedy a deficiency notified by the EUIPO and NIPOs, where failing to remedy a
deficiency within a deadline would otherwise lead to rejection, or in case a request is filed for a
European patent validation, but a document is missing or a formal deficiency needs to be
remedied, and such a document or correction is submitted to the NIPO after the Entry into force



of Article 5s. New requests related to pending application for registrations of designations of
origin (PDO), protected geographical indications (PGI), geographical indications (GI) should
also be suspended.

The EUIPO and NIPOs should send a message or communication to the applicant or requestor
with regards to all newly filed relevant IP rights applications and requests/submissions,
informing them that the application/request/submission will not be processed by virtue of Article
5s, and that no filing number and filing date will be accorded. Such message or communication
should not entail a final or provisional refusal. Applicants should be allowed to file their
applications again if Article 5s is repealed.

6. What is the procedure in case of international trademark applications, industrial
design or geographical indications’ applications?
Last update: 5 November 2024

As regards Madrid applications for trademarks entering the national or regional phase, NIPOs
and the EUIPO are expected to issue a provisional refusal for international trademarks entering
the national or regional phase and notify the WIPO (IB) within the deadline about that
provisional refusal, thereby the Madrid application will not become effective in the relevant
Member States or the EU. After the provisional refusal, if an applicant does not show falling
under an exemption, NIPOs and the EUIPO may issue a final refusal decision as per the Madrid
Agreement.

As regards Hague applications for designs entering the national or regional phase, NIPOs and the
EUIPO are expected to issue refusals of effects of international registrations pursuant to the
applicable rules of the Hague System (unless the applicant can show falling under an exemption)
and send a notification to the WIPO (IB) within the deadline about the refusal thereby the Hague
application will not become effective in the relevant Member States or the EU.

The same also applies with regard to refusals of effects of international registrations pursuant to
Article 15 of the Geneva Act of the Lisbon Agreement on Appellations of Origin and
Geographical Indication in respect of application for internation registration of Appellations of
Origin and Geographical Indication.

The above applies where the notification date to the EUIPO or the NIPO is after the of Entry into
force of Article Ss, irrespective when the application was filed to WIPO (IB). The EUIPO and
NIPOs may decide not to publish an international application which will be provisionally refused
or refused afterwards as per the above procedures.

7. Can a NIPO process a request for the validation of a European patent in the
respective Member State, given that such a request is filed after the EPO has
granted the European patent?

Last update: 5 November 2024



No, NIPOs should not process requests for validation of a European patent in the respective
Member States, as required by Article 5s(1)(b), since the wording ‘during the registration
procedures’ also includes the national validation procedure. In case documents are missing or a
formal deficiency needs to be remedied in a pending request for validation, and such a document
or correction is submitted after the Entry into force of Article 5s, such submission should not be
accepted and the proceeding should be suspended.

8. Which requests and submissions are covered by Article 5s(1)(b)?
Last update: 5 November 2024

Article 5s(1)(b) encompasses only requests and submissions filed by Target Persons during the
registration procedure (i.e. from the filing of the application until the IPR becomes effective in
the designated Member State or in the Union), including if they are either related to a non-Target
Person’s application or request or to the own application (or request) of a Target Person. The
prohibited requests submitted by the Target Person can also be related to an application or
request that was filed before the Entry into force of Article 5s. Examples of such requests filed
by Target Persons include requests to amend pending applications, oppositions against pending
applications, notices of comment or requests for supplementary information.

Requests/submissions filed after the registration procedure has been finalised and the IPR has
become effective are not subject to a restriction and can be accepted. Irrespective of the time of
the filing, requests and submissions filed by non-Target Person are not covered by the restriction
either, unless the EUIPO or the NIPO suspects circumvention (see Question 21 of this Part of
this FAQs section). The ‘non-acceptance’ of requests/submissions under Article 5(1)(b) applies
even if they intend to remedy a deficiency notified by the EUIPO or a NIPO to an applicant (see
Question 7 of this Part of this FAQs section).

In relation to patents, the following requests/submissions filed by Target Persons are covered by
Article 5s(1)(b):

- requests or submissions in respect of national patent applications (e.g. request for
examination, procedural requests, third party observations);

- requests for conversion of European patent applications into Member State applications
in accordance with Article 135 EPC;

- new validation requests, in EU MSs, of European patents.

Examples of requests and submissions filed by the Target Person that relate to their own
applications or requests filed before the Entry into force of Article 5s in the area or trademarks
and designs include:

- request to restrict, amend or divide a trademark application, requests for recordal of
licences in respect of applications, procedural requests (e.g. restitutio/continuation of
proceedings/extension time limits/suspension), deferment of publications.

Examples of requests and submissions filed by Target Persons that relate to non-Target Person’s
applications or requests in the area or trademarks and designs include:



- filing of oppositions and of third-party observations.

9. Will Target Persons be allowed to use their signs, product designs and innovations
which will not be protected by intellectual property in the EU?
Last update: 5 November 2024

Yes. Article 5s does not prohibit Target Persons to use their signs, product designs and
innovations in the Union (provided such use is not prohibited). However, Target Persons will not
be able to prevent EU companies or persons to use those signs, product designs and innovations
in the EU as they will not become a trademark, industrial design, utility mode or patent in the EU
and accordingly those signs, product designs and innovations will not enjoy IP protection.

B.2 Procedural aspects

10. Is there a transitional period?
Last update: 5 November 2024

No. Article 5s entered into force on the day after its publication in the Official Journal of the
European Union i.e., on 25 June 2024.

11. What happens to applications of Target Persons which were filed before the Entry
into force of Article Ss, where by such date all the procedural steps are concluded
(i.e. no more requests or submissions are needed) and just the final decision has not
been taken yet by the EUIPO or the NIPO?

Last update: 5 November 2024

While Article 5s only requires that new applications, requests and submissions must not be
accepted, the EUIPO and NIPOs may also decide to stay/suspend the processing of an already
pending relevant IPR application, especially with a view to avoiding its rejection, in a situation
when the non-acceptance by a NIPO of new requests/submissions from an applicant might lead
to the rejection of the related application (e.g. because there are procedural deadlines for
submitting certain requests). In other words, EUTPO and NIPOs can stay the proceedings instead
of issuing a final refusal. Proceedings cannot be stayed for new applications filed by Target
Persons. Proceedings where all procedural steps were taken before the Entry into force of Article
5s should be concluded with the corresponding decision.

12. What happens to IPRs of Target Persons which were registered before the Entry
into force of Article 5s?
Last update: 5 November 2024

Those IPRs are preserved and requests/submissions in that regard can be accepted and processed.
In particular, Article 5s does not impact the maintenance and renewal of the existing intellectual



property rights. Only new applications for registration, and new requests or submissions filed
during the registration procedure, are covered by the restriction.

The registration procedure should be considered to last from the filing of the application until the
IPRs right becomes effective. However, European patent validation-requests filed after the Entry
into force of Article 5s are subject to the prohibition under Article 5s, because they are filed
before the patent becomes effective, even if the related European patent application was filed
before the Entry into force of Article 5s. A request to record the details of a transfer of ownership
after the registration procedure is not covered by Article 5s, hence it should be accepted even if
filed by a Target Person after the Entry into force of Article 5Ss.

13. If the Target Person fails to pay the maintenance fee in respect of an application
pending on or filed after the Entry into force of Article Ss for an IPRs indicated in
Article 5s, can such person requests the re-establishment of rights by the Member
State IPO or EUIPO?

Last update: 5 November 2024

Any request which falls under the scope of Article 5(1)(b) (including requests for the re-
establishment of rights) should not be accepted. However, requests not falling under this
provision - e.g. those that were made after the end of registration procedure - can be accepted.

14. Can EUIPO and NIPOs accept fees for applications or requests?
Last update: 5 November 2024

The EUIPO and NIPOs are advised to send a notification to Targeted Persons, when they file a
new application or request/submission, to clarify that they should refrain from paying any fees
(e.g. filing fee) related to new applications, or to requests/submissions during the registration
procedures related to Non-Target Person’s applications or requests (which does not include e.g.
post-grant renewal procedures). Should Target Persons nevertheless pay such fees, they should
be reimbursed. As regards requests/submissions related to the own pending application or
request of a Target Person, since these procedures are suspended, the related fee may be accepted
by NIPOs and the EUIPO.

B.3 Invalidity

15. Are invalidity requests filed by persons targeted in Article 5s(1)(a) and (b) covered
by Article 5s?
Last update: 5 November 2024

Invalidity requests filed after the registration procedure are allowed, since Article 5(1)(b) covers
only those requests and submissions which are filed during the registration procedure.

16. Are invalidity requests filed by third parties relating to an IPR held by a Target
Person covered?
Last update: 5 November 2024



Such invalidity requests are not covered by Article S5s, because they are not filed during the
registration procedure. Requests filed by third parties are not covered either, not even those filed
during the registration procedure, because only requests filed by Target Person are
covered. Therefore, they are allowed.

B.4 Information requirements

17. Will Target and non-Target Persons have to submit information about their
nationality and address for their application or requester, after the Entry into force
of Article 5s?

Last update: 5 November 2024

Yes. The Commission, EUIPO and NIPOs will request the necessary information'* to ensure that
the applicant or requestor is not a Target Person, and not accept applications and requests if the
necessary information not provided. This applies also where the Commission, EUIPO and NIPOs
did not require natural person applicants to indicate their nationality until the entry into force of
Article Ss.

The Commission, NIPOs and the EUIPO may develop an IT solution to pre-check, pre-filter so
that the applications filed by the Target Persons will not be able to enter the IT system and
therefore those applications will not be considered filed.

In particular, applicants and requestors that are natural persons should provide the requested
information concerning their nationality, as well as their temporary or permanent residence
permit in a Member State, in acountry member of the European Economic Area or in
Switzerland.

A person whose application or request was not accepted because it has not provided the afore-
said information can re-submit the application or request, with the necessary information.

NIPO and the EUIPO are also entitled to request the necessary information and proof in case in
the case of national phase or EU phase entries of Madrid and Hague applications, including on
the residence of the applicant, and in case it is not provided, the application should be
provisionally refused until this information and the proof are not submitted. In the case of
national phase entries of PCT applications, the nationality is known to the NIPOs.

B.5 Exemptions

18. Which persons are exempted from Article 5s(1)?
Last update: 5 November 2024

4" This can be done by requesting to submit the necessary proof of nationality and residence permit and checking

them individually.



Natural persons holding either a Member State, EEA country or Swiss nationality together with
the Russian nationality, irrespective of their residence, are exempted from Article 5s(1) as per
Article 5s(5) (e.g. a Member State-Russian national living in either Member State, Russia or
another third county). Other dual nationals are not exempted under Article 5s(5) e.g. persons
holding a nationality other than EU/EEA/Swiss in addition to the Russian nationality. Russian
natural persons that have a permanent or temporary residence permit in the EU/EEA/Switzerland
are exempted from the application of Article 5s(1).

19. Are joint applications Target Person together with a non-Target Person covered by
Article 5s?
Last update: 5 November 2024

Yes, applications filed jointly by a Target Persons with a non-Target persons or an exempted
Target Persons should not be accepted. The non-Target persons or exempted Target Persons can
submit again the application without the Target Person. This also applies to applications filed
under the Madrid and Hague system.

B.7 Others

20. What is the interplay between the asset freeze under Council Regulation (EU)
269/2014 and Article 5s?
Last update: 5 November 2024

Council Regulation (EU) 269/2014 and Council Regulation 833/2014 apply independently.
Restrictions in the two regulations must be equally complied with. See also Question 3 of Part
“General questions” of this FAQs section on the case of an application filed by a person listed in
Annex I to Council Regulation (EU) No 269/2014, or persons owned or controlled by them that
is also a person targeted in Article 5s(1) of Council Regulation 833/2014.

21. What is the relevance of Article 12 of Council Regulation (EU) 833/2014 (anti-
circumvention provision) in relation to Article 5s?

Article 12 of Council Regulation (EU) 833/2014 prohibits Union persons to participate,
knowingly and intentionally, in activities the object or effect of which is to circumvent
prohibitions in such Regulation. NIPOs should remain therefore vigilant that a Target Person, is
not circumventing the restriction by making use of formally legal avenues (e.g. using a middle
person with Member State citizenship; transferring an application filed before the Entry into
force of Article 5s to a non-Russian subsidiary with the aim that subsequent
requests/submissions would be accepted). In cases where an application/request/submission is
filed in violation of Article 12, Article 5s still applies and the EUIPO and the NIPOs should not
process the application and pass the information to the sanctions NCA for enforcement against
the circumventers, including the person that is required to comply with EU law (e.g. the middle
persons) as well as the Commission, as per Article 6b(1) of Council Regulation (EU) 833/2014.

Article 5s does not cover companies in the Union that are owned or controlled by Target
Persons. However, those entities cannot be used to circumvent Article 5s (e.g. when the



subsidiary in the Union of companies established in Russia applies for a trademark in the interest
of its parent company).

22. Can the applicants whose applications or requests were not accepted appeal or seek
judicial or administrative redress?
Last update: 5 November 2024

The applications are deemed as if they had not been filed. EU sanctions are without prejudice to
rights of the parties to seek judicial or administrative redress against decisions or against failure
to act by the intellectual property authorities.

23. Should applications be assessed which were filed by legal persons established
outside Russia but where the beneficial owner is a Russian national?
Last update: 5 November 2024

While in principle these applications are not covered by the restriction under Article 5s, please
see Q. 21 of this Part of this FAQs section on circumvention.
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